JUt-05-06 09:39AM FROM-CLC FAX 



+18479057113 T-481 P. 13/15 F-035 



July 5, 2006 

Case No. AUS920010240US1 (9000/38) 
Serial Mo.: 09/925 f 7gl 
Filed: August 9, 2001 
Page 10 of 12 

REMARKS ~- 

Clairas 1-36 remain under consideration, and claim 37 bas been cancelled, and its 
subject matter incorporated into independent claims 1,19, and 35. 

A. Claims 1-5, and 7*37 were rejected as unpatentable over Barber, United 
States Patent 4,858,121 in view of Rozen, United States Patent 6,073,106. 

The rejection of claims 1-5, and 7-37 as unpatentable under 35 U.S.C §103(a) over 
Barber in view of Rozen is traversed. To establish a prima facie case of obviousness, three 
basic criteria must be met. First, there must be some suggestion or motivation, either in the 
references themselves or in the knowledge generally available to one of ordinary skill in the 
art, to modify the reference or to combine reference teachings. Second, there paust be a 
reasonable expectation of success. Finally, the prior art reference (or references when 
combined) must teach or suggest all the claim limitations. See, MPEP §2143. 

At a nmrnmu™, the references do not teach or suggest "authenticating the request with 
a third party certificate authority," as claimed in claims 1, 19 and 35. The Examiner alleges 
such a T*frhin£ within Rozen, and correctly does not rely on Barber for such teaching. 

However, Rozen foils to make any such teaching, Rozen teaches a method of 
managing and controlling access to personal information The Examiner erroneously cites to 
column 4, lines 33^5. However, rather than teaching or suggesting authenticating the 
request with a third party certificate authority, as claimed, Rozen simply teaches that a 
service provider can control access to personal information- No third party authentication is 
taught or suggested. 
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In addition, Barber fails to teach or suggest providing patient medical financial 
information through a networked connection outside of the medical providers office, as noted 
by the Examiner, inter alia, on p. 3 of the office action ("since it appears that Barber et al. is 
mare directed to verifying the physician, patient and insurance company identifications. 77 ). 
In fact, Barber specifically teaches "plurality of physician terminals, which are located in 
physicians' offices, are interconnected" See, column 1, lines 63-64. Those of ordinary skill 
in the art would not be motivated to use a third party authentication process if all of the 
terminals are within physicians' offices, and the Examiner proffers no evidence of any such 
motivation - certainly Rozen does not provide any such teaching or motivation 

Furthermore, there can be no motivation to combine these references in light of 
Barber's failure to proclaim its medical payment system as anything less than ideal and 
Rozen' s failure to proclaim its method of managing and controlling access to personal 
information as ideal. 

Furthermore, claims 2-5, 9-18, 20-23, 26-34, and 36 depend from one of claims 1 or 
19 and are therefore patentable over the prior art for at least the same reasons as argued for 
claims 1 or 19. 

Withdrawal of the rejections to claims 1-5, 8-23, and 26-36 is requested. 

B. Claims 6 and 23 were rejected as unpatentable over Barber in view of Rozen, in 
view of Riley, United States Patent Publication 2002/0077940. 

The rejection of claims 6, 7, 24, and 25 is traversed Claims 6 and 23 depend directly 
or indirectly from one of claims 1 or 1 9 and are therefore patentable over the prior an for at 
least the same reasons of claims 1 or 19. 

Withdrawal of the rejections to claims 6 and 23 is requested 



PAGE 14/15 * RCVD AT 7/5/2006 1 1:33:33 AM [Eastern Daylight Time] * SVR:USPTO-EFXRF-3/9 * DNlS:2738300 * CSID:+184790571 13 * DURATION (mm-ss):03-54 



JUL-05-06 09:40AM FROM-CLG FAX 



+18479057113 



T-481 P. 15/15 F-035 



July 5, 2006 

Case No. AUS920010240US1 (9000/38) 
Serial No.: 09/925,781 
Filed: August 9, 2001 
Page 12 of 12 



CONCLUSION 

The Applicants respectfully submit that claims 1-36 fully satisfy the requirements of 
35 U.S.C. §§103. In view of the foregoing, favorable consideration and early passage to 
issue of the present application is respectfully requested. 



Dated: July S. 2006 



Respectfully submitted, 
RABINDRANATH DUTTA, et al 
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